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T his was a year of notable and positive 
changes for the Malaysian IP scene.  The 
major changes are: 

Pending Patent Applications Open for Public 
Inspection 

Effective 20th April 2006, the specification and 
various bibliographic details of a pending pat-
ent application will be made available for public 
inspection and copying after 18 months from 
its priority date. As from the 
date an application is laid 
open for public inspection, 
an applicant may demand 
compensation for any work-
ing of the invention be-
tween that date and the 
date of grant.  However, 
this right is only exercisable 
after the patent has been 
granted.  The same rights 
arise by virtue of the inter-
national publication of a 
PCT application that desig-
nates Malaysia. 

Patent Cooperation Treaty 
(PCT) 

Following Malaysia’s acces-
sion to the PCT, all interna-
tional patent applications filed on or after 16th 
August 2006 will include an automatic designa-
tion of Malaysia and can subsequently enter 
the national phase. The national phase entry 
deadline is 30 months from the earliest priority 
date, regardless of whether a Chapter II De-
mand is filed. Failure to enter the national 
phase in time will result in deemed withdrawal 
of the application.  Reinstatement is only possi-
ble in limited circumstances, in particular that 
the failure to proceed in time was uninten-
tional.  

Deferment of Examination Request 

Effective 16th August 2006, the term of defer-
ment for requesting substantive examination 
has been made a uniform 5 years from the 

filing date for both normal and modified exami-
nation. Additionally, an applicant that intended 
to request modified examination but cannot 
meet the requirements at the end of the de-
ferred term now has an escape route: a request 
for normal examination can be made late 
within a further period of 3 months. This provi-
sion is also available to applications that are 
still subject to the original deferment periods of 
3 years for normal examination and 4 years for 
modified examination. 

25-year Term for UK De-
signs 

We have previously high-
lighted the Malaysian  
Designs Registry’s contro-
versial practice of denying 
UK designs their full term of 
protection of 25 years un-
der the transitional provi-
sions of the Industrial  
Designs Act 1996.  Applica-
tions for renewal of such 
designs beyond 15 years 
(the maximum term avail-
able under the Malaysian 
A c t )  w e r e  r e f u s e d .  
The Registrar’s decision 
was stated to be in line with 
advice from the Attorney 

General’s Chambers. 

This official practice was challenged in the Ma-
laysian High Court in SHACHIHATA & 18 OTH-
ERS v. REGISTRAR OF INDUSTRIAL DESIGNS & 
ORS.  Although the High Court’s decision has 
not yet been published, it is known the court 
ruled that designs registered in the UK before 
the 1996 Act came into force were pronounced 
extendible for a full 25-year term. As a result of 
the High Court’s decision, the Registry has this 
year changed its practice and now accepts 
applications for extension beyond 15 years.  
Successful renewal, however, is subject to the 
owner providing evidence that the UK registra-
tion has been maintained in force and renewed 
in the UK for the corresponding period.  

2006:  A YE A R O F CHANGE F O R 
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 by Dave A Wyatt 

An applicant may now 
demand compensation 
for any working of the 
invention between the 

date a patent 
application is laid open 

for public inspection 
and its date of grant. 

Based on the latest statistics,  
the number of granted Malay-
sian patents this year will 
exceed the number of new 
applications filed for the first 
time ever since the Patents 
Act came into force 20 years 
ago. This reflects a concerted 
effort by the Patent Office to 
clear its backlog of applica-
tions already examined. 

As of September 2006, 5,249 
patents had been granted as 
compared to 2,508 for the 
whole of 2005. 
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