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The pendency of a Malaysian application normally lasts 3-4 years before it proceeds to grant
where much of it is spent waiting for its examination.

The pendency period is not shortened even if substantive examination is requested early.
With the exception of an expedited examination request, which provides access to skip the
regular queue, Malaysian applications are generally examined in the order of the application
dates. So, is there a way to reduce the pendency period of a Malaysian application without
the substantial fee and strict conditions of expedited examination?

The answer to the above would be the modified substantive examination.

To request for a modified substantive examination, the Applicant must have a granted
patent from any one of these countries: Australia, United Kingdom, Japan, Korea or the
United States of America, or under the European Patent Convention. In addition, the
Applicant must be willing to amend the Malaysian patent specification to conform with the
granted specification of the elected patent.

The request for modified substantive examination must be accompanied by a certified true
copy of the granted specification of the said elected patent and a verified English translation
(if applicable). The certified true copy of the granted specification should be authenticated
by the granting Patent Office with a seal and/or signature of an authorized certifying officer.
Otherwise, it may be certified by a Notary Public from the Applicant’s country. The verified
English translation must be accompanied by a verification statement signed by the
translator.

Amendments to bring the Malaysian specification into conformity with the granted
specification of the elected patent must also be submitted together with the modified
substantive examination request. A Malaysian patent application granted under modified
substantive examination will generally have a patent specification substantially identical,
apart from matters of form, to that of the elected patent.

Once a modified substantive examination is requested, the Malaysian application will not be
examined from scratch. Reliance is thus placed heavily on the prosecution results of the
elected patent. As such, there are less substantive requirements that are examined under
modified substantive examination when compared to normal substantive examination.
Patentability requirements such as inventive step and unity of invention are deemed fulfilled
based on the grant of the elected patent. Under modified substantive examination,
applications are basically examined for novelty and statutory subject-matter.

Requirements for novelty under a modified substantive examination would be to search for
conflicting domestic applications having an earlier priority date. These are found on very
rare occasions. Apart from this, normally all novelty requirements would be deemed as
fulfilled based on prosecution results of the elected patent. If an earlier conflicting domestic
application exists, the earlier conflicting domestic application will need to proceed to grant
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first or become finally abandoned before a final decision for the Malaysian application can be
made.

This method of examination will mean that the Malaysian application shall have to claim the
same invention or essentially the same invention in order for the Malaysian Examiner to rely
on the positive patentability results of the elected patent. That being said, there are several
instances where differences are allowed or even required in accordance with Malaysian
patent law and practice. For example, claims directed to non-patentable subject matter
would have to be omitted or amended to an acceptable format and claims which do not
define the invention in terms of the technical features would have to be omitted.

Modified substantive examination generally cuts back on the issuance of adverse
examination reports. Since there is a higher chance of receiving a clear report as the next
office action for the amended claims which are in conformity with the elected patent, it is
highly advisable to ensure that all substantive and formal requirements unique to Malaysian
patent law and practice are in order so that the Malaysian application will be allowed. Once
this is taken care, it is unusual to receive patentability objections.

It must be noted that modified substantive examination must be requested based on a
single elected patent. Even if the elected patent has been divided due to a local
requirement, for example, a restriction requirement which does not exists under the
Malaysian Patents Act, only one patent can be elected for modified substantive examination
purposes. In such cases, normal substantive examination which offers greater flexibility to
the claims may be the preferable option.

Last but not least it must be highlighted as a word of caution that a later decision taken by
the Applicant to prosecute a different set of claims is not possible once modified substantive
examination has been requested. To summarize, a modified substantive allows the Applicant
to have its Malaysian application granted within a shorter time frame provided it complies
with all the due requirements of this procedure.
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